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This suit is for the infringement of United States 
Letters Patent No. 801,944, issued to Fred. Weber, 
dated October 17th, 1905. The patent relates to show 
cases generally known in the market as “all-glass 
cemented show cases.” 

The improvement resides mainly in the means of 
fastening one glass surface to another glass surface. 
The object of the invention is to do away with drilling 
holes through the glass and to dispense with metallic 
or other fastening devices which were commonly 
used at the corners for holding the plates forming the 
case together and to provide a fastening which will 
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unite the parts so securely that they cannot be sep- 
arated except by such stresses or blows as would 
break the glass before accomplishing the dismember- 
ment, although by the use of a proper tool the parts 
may easily be separated. 

Another object is to provide for a certain amount 
of elasticity at the joint, whereby a cushion effect is 
produced. If the parts were rigidly united, severe 
shocks received by the show-case would tend to shatter 
the plates or displace the parts; but in the present 
invention the cushion joint aids in maintaining the 
union of the parts, affording, as it does, an elastic or 
resilient joint, which eases the strain at the actual 
union or contact faces of the plates, thereby also 
greatly softening the effects of shocks received by 
the case. 

The defendants answered and relied wholly upon 
the question of infringement. 


THE PROOF. 


The evidence in this case is almost wholly parol, 
and the witnesses introduced by the plaintiff were 
James P. Schafer (the President of the plaintiff cor- 
poration) and Fred. Weber (the inventor and pat- 
Soe). 

The defendants introduced as witnesses in the case 
C. F. Murray, one of the defendants, and James A. 
Smart, an employee. The defendants also introduced 
several small models to illustrate their contention. 
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It was stipulated at the trial that the question of 
infringement was the only question to be tried before 
the Court; all other issues made by the complaint 
being conceded. 


THE INVENTION. 


The patent and the invention therein described is 
very plain and in no manner difficult to comprehend. 
The patent has been before the Courts in many cases, 
and before this Court in the case of Diamond Patent 
Company v. 8S. E. Carr (reported in the 217 Fed. Rep., 


page 400). 
There are two claims in the patent, which we re- 
produce for the convenience of the Court: 


“CLAIM 1. A structure comprising a plurality 
of glass plates, the edges of which are spaced from 
the adjacent plates, a felt cushion filling the space 
between the adjoining plates, the plates being 
cemented to the felt, each plate being adapted to 
freely vibrate in its natural plane of vibration, 
and prevented by the felt cushion from imparting 
its vibration to the adjacent plates. 

“CLAIM 2. A structure comprising a plurality 
of glass plates, an unconfined edge of one plate 
nearly but not quite meeting another plate also 
with unconfined adjacent edge, an elastic material 
filling the space thus existing between the nearest 
adjacent surfaces of the plates, said plates being 
attached to the elastic material, whereby the plates 
by reason of their unconfined edges and the inter- 
vening elastic material can each vibrate or move 
in any direction independently.” 
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The patent is found on page “16” of the transcript 
and with the description therein contained and the 
drawings attached to the patent, the Court cannot fail 
to comprehend the patent, and we think no further 
discussion of the invention is necessary at this time. 

We might here add, however, that it appears from 
the record in this case that this invention has gone 
into very extensive use throughout the United States; 
that the plaintiff has licensed many manufacturers 
in many States, who are manufacturing and paying 
royalties to the plaintiff, and that, after much litiga- 
tion and contention over the same, the trade has 
finally, almost universally, come to acquiesce in the 
validity of the patent; its utility and value, and they 
have generally ceased to attempt to infringe it. 

It will be apparent from the testimony about which 
there is no dispute, that the two named objects of the 
invention mentioned in the quoted paragraphs of the 
patent are: 


First: To do away with drilling holes through the 
glass, and to dispense with metallic or other fastening 
devices formerly used at the corners for holding the 
plates forming the case together, and to provide a 
fastening which will unite the parts so securely that 
they cannot be separated, except by such stresses or 
blows as would break the glass before accomplishing 
the dismemberment; although, by the use of a proper 
tool the parts may be easily separated in this patented 
Case ; 
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Second: To provide for a certain amount of elas- 
ticity at the joint, whereby a cushion effect is pro- 
duced, for it is well known that if the parts are rigidly 
united severe shocks received by the show case would 
tend to shatter the plates or displace the parts. 


The first claim covers a structure in which the 
edges of the glass plates are spaced from the adjacent 
plates, a felt cushion filling the space between the 
adjoining plates; the plates being cemented to the felt, 
permitting the glass plate to freely vibrate in its 
natural plane of vibration, without imparting such 
vibration to the adjacent plates, and permitting of a 
sufficient amount of expansion and contraction of 
the plates, to prevent breakage. 

The second claim covers a similar structure, where 
the joints between the plates are made up simply with 
an elastic material filling the space existing between 
the nearest adjacent space of the plates; the plates 
being attached to the elastic material, whereby the 
plates, by reason of their unconfined edges and the 
intervening elastic material, can each vibrate or move 
in any direction independently. The result sought 
foebe covered by the two claims of the patent are of 
course the same. 


In plain language, the object was simply to provide 
a joint between the glass plates which would permit 
the individual glass plates to vibrate or expand or 
contract without affecting or communicating such ex- 
pansion or contraction to the adjacent plates. 
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It is a well known scientific fact that glass plates 
do expand and contract from the effect of heat or 
cold, and that they may be caused to vibrate by jars, 
shaking of the building, and from many causes, and 
that where the edges are attached in an absolutely 
rigid manner and where there is no room or space 
to protect the glass from this so-called movement 
caused by expansion or contraction or vibration, the 
plates do as a matter of fact so often break that it 
was found to be difficult to provide means which 
would prevent it, and it required many years of ex- 
perimenting to discover means by which this expan- 
sion and contraction and vibration could be taken up 
without injury to the plates themselves, and the secret 
of the whole thing laid in the fact that each glass 
must be permitted to vibrate within itself without 
conveying that vibration to an adjacent plate. ‘To 
do this some sort of a resilient or cushion joint had 
to be interposed between the edges of the adjacent 
plates. The patentee accomplished these results by 
the means described and claimed in his patent. ‘These 
are facts not controverted by the defendants in this 
case. 


ERRORS RELIED UPON. 


The assignment of errors is found on pages 123- 
124 of the transcript. There are four errors assigned, 
but for the purposes of this brief they may be con- 
densed into two. The first error assigned is based 
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upon the holding of the Court, during the trial, that 
the appellant was not entitled to an injunction, when 
it appeared that the defendants, since the commence- 
ment of the suit, had ceased to make the infringing 
cases. The other three errors relate to the dismissal 
of the bill, presumably for want of equity and per- 
haps non-infringement. 

We here wish to call the attention of the Court 
to the fact that the Court, in dismissing the bill ren- 
dered no opinion, (oral or otherwise) and in no man- 
ner indicated the grounds upon which the bill was 
dismissed. This order is found on pages “16” and 
“17,” Tr. Consequently, appellant was unable to as- 
sign any particular ground wherein the Court erred, 
except in the form shown by the assignments of error. 
We do not know whether the bill was dismissed, be- 
cause the Court held during the trial that complain- 
ant was not entitled to an injunction, where it ap- 
peared that the defendants had, subsequent to the 
commencement of the suit, ceased to make the in- 
fringing devices (Tr., bottom page “g7”). If this 
was the ground upon which the Court dismissed the 
bill, it was clearly erroneous. It is a well established 
proposition that, the fact that the defendants have, 
either before or after the commencement of the suit, 
ceased to make the infringing devices is no defense, 
and no reason why an injunction should not issue, 
for the reason that where a party has once committed 
a tort of this kind he is likely to repeat it unless re- 
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strained by the Court. There are instances where it 
appears that the defendant had in good faith ceased 
to infringe the patent prior to the commencement of 
the suit, and the Court was satisfied beyond any doubt 
that it was not his intention to resume such infringe- 
ment; the Court might, under such circumstances, be 
justified in denying the injunction. But, where the 
defendant (as in this case) claimed to have ceased to 
infringe the patent months after the commencement 
of the suit, it is no defense and no reason why an 
injunction should not issue. These questions have 
often been before the Court and we feel sure that the 
Court is familiar with the rule. 


See: 


Walker on Patents, Sec. 701, and cases cited 
especially sce: 


127 Ped ekcp ep. 704) Al pace 7 ac 


But, however this may be, there is no pretense that 
either of the defendants intend to cease using the 
infringing devices. ‘The Webster Bros. are only 
charged with using, while Murray both made and 
used, and is still using, without any intention of ceas- 
ing to do so. 

Nor, are we informed by any action of the Court 
whether he dismissed the bill because infringement 
of either of the claims had not been established. We 
will discuss this question of infringement after re- 


viewing the testimony. 
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Inasmuch as it was conceded in open court, as be- 
fore stated, that the only issue in this case to be tried 
was that of the infringement of the patent, it is only 
necessary now for us to discuss that subject. 

It is true that the question of infringement is largely 
a question of fact, but in this case we claim that, 
especially upon the defendants’ own testimony it be- 
comes also a question of law as well: 


Cramer vs. Stinger AMfanufacturing Co., 192 
U. S. at p. 444, 48 Law Ed., 264-266. 


On page “22” of the transcript appears a colloquy 
between the Court and counsel, which developed the 
contention of the parties with relation to the ques- 
tions to be litigated. It there appears that the de- 
fendants admitted that they used a structure com- 
prising a plurality of glass plates, the edges of which 
are spaced from the adjacent plates, but the de- 
fendants contended that they had no felt cushion 
filling the space between the adjoining plates, nor 
that the plates were cemented to the felt. They denied 
also that each plate was adapted to freely vibrate in 
its natural plain of vibration, and that the plates were 
prevented by the felt cushion from imparting its 
vibration to the adjacent plates. The Court then 
read the second claim, and the defendants admitted 
that their structure comprised a plurality of glass 


plates, unconfined edge of one plate nearly, but not 
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quite, meeting another plate, also with unconfined 
adjacent edge. But, the defendants denied that they 
used an elastic material filling the space thus exist- 
ing between the nearest adjacent edges of the plates, 
also that the plates were attached to the elastic ma- 
terial whereby the plates, by reason of their uncon- 
fined edges and the intervening elastic material, each 
could vibrate or move in any direction independently. 

In order, therefore, to establish the infringement 
by the defendants of the first claim, it became in- 
cumbent upon the plaintiff to show that the defend- 
ants did use a felt cushion filling, and that the plates 
were cemented to this felt substantially in the manner 
and for the purposes described in the patent. In 
order to prove an infringement of the second claim 
it was incumbent upon the plaintiff to show that the 
defendants used an elastic material in the space be- 
tween the nearest adjacent surfaces of the plates and 
that said plates were attached to this elastic material 
substantially in the manner and for the purposes 
described in the patent. 

The plaintiff thereupon called as its first witness, 
Mr. Fred. Weber (the patentee), whose testimony 
commenced near the top of page “24,” Tr. Mr. 
Weber testified quite fully upon the subject, the 
substance of which is: 

That he had had large experience in the manufac- 


ture and sale of these show cases, had been in the 
business about eleven years, and that he thoroughly 
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understood the construction and mode of operation 
of the patented cases; he testified further that he had 
examined the defendants’ cases at several points in 
Fresno, and it was not denied that the defendants 
had made the cases described. He stated, that the 
defendants’ cases which he had examined were con- 
structed by a joint between the different plates, a 
layer of felt in the joints, approximately 1/16th of 
an inch thick with cement on both sides of the felt, 
cemented to the plates and holding them in position, 
and making the joint about an eighth of an inch 
thick; that the joints were elastic joints, that is: they 
would give or allow for contraction or expansion be- 
tween the different plates. He also said: that a 
resilient joint, as he understood it, was simply a joint 
that will allow for expansion and contraction. He 
also stated: that he had done considerable experiment- 
ing in rigid joints and that he had found that the glass 
would generally break on account of not being allowed 
to vibrate or expand or contract, on account of the 
heat or cold, which they received. But, with certain 
elastic material between the joints to take up what 
little vibration there may be, or expansion or con- 
traction, this trouble is avoided. 


“THE COURT—What did you do to those that 
“you examined to determine whether they were 
“resilient or had vibration?” 
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To which the witness answered: “I put a knife 
“blade through the joint and cut out some of the 
“felt.” He stated that there was no other way that 
he knew of to determine this question. The cement 
was plastic; it was soft enough for a knife blade to 
go through the joint; that the cement used by the 
defendants appeared to be the same as that used by 
himself. He also stated (on page “27,” Tr.), that 
the top plate was removable in the manner described 
in the patent. 

“THE COURT—This feature is one of consider- 
‘able value, inasmuch as it permits of easy removal 
‘of plate when desired, as in altering the structure 
‘of the case, or in making repairs when one or more 
‘of the glass plates become broken.” 


We may here remark that it is not denied that in 
the defendants’ structure this feature existed as a 
fact, and that the plates could be removed in the man- 
ner described in the patent. 

The witness further testified that there was no 
means, outside of a knife blade or pin or something 
of that nature to insert in the joint by which it could 
be determined whether it was a plastic or resilient 
joint or not; that if the knife blade penetrated into the 
joint it would show that the material was soft and plas- 
tic and therefore made the resilient or elastic joint 
called for in the patent, amd that it acted as a sonmon 
a cushion in the joint, so that the possible vibration 
of a glass plate would be protected by its resilience 
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or softness of the material. The witness was here 
cross-examined at considerable length; the main pur- 
pose seeming to be to establish that the test of insert- 
ing a knife blade in the joints was not a safe test as 
to whether the joint was an elastic or resilient joint, 
such as described in the patent. 


M. James P. Schafer was then called as a witness 
for the plaintiff. Mr. Schafer is President of the 
plaintiff corporation, and has been such for the past 
six years. He is manager of the Diamond Show 
Case Company, which is a licensee of the plaintiff. 
Mr. Schafer has had a very wide experience in this 
business and is probably more familiar with the sub- 
ject than any other one individual. 


Mimepaves 51, “52° and “53,” Ir, Mr. Schafer 
fully corroborated the statements of Mr. Weber, and 
then went more fully into the subject of his experi- 
ence and knowledge of the method of testing out the 
different cases to determine whether the joints were 
elastic or resilient and an ‘infringement of the patent. 

On page “53,” Tr., Mr. Schafer said that the de- 
fendants’ cases were made with a plurality of glass 
plates, the plates being spaced from each other with 
an intervening space between, with a layer of felt 
and a layer of plastic cement between the intervening 
and adjacent plates. The Court then remarked that 
that seemed to make a prima facie case, and the wit- 
ness passed on to other subjects. 

He testified that it had been his duty, as an officer 
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of the plaintiff, to examine all glass cases throughout 
the United States and to pass upon the question as to 
Whether they were made in accordance with this 
patent or not, and that he had been engaged in that 
business ever since 1907. 

On page “s4,” Tr., the witness testified that, in 
investigating these cases, “the first principle which 
‘“would apply, when we can clearly see the felt, is 
“to penetrate the joint with a knife, or an instru- 
“ment similar, to see whether the joint is elastic 
“enough, soft enough in there to permit the instru- 
“ment going through it. We cannot take the top 
“off in a store. Sometimes when we have a case in 
‘our factory we could jar it, probably shake it, and 
‘by holding our hands on the edge of the plates we 
“could feel the vibration of the plate, but you can’t 
‘do that in a store, so the only real means left is for 
‘“you to penetrate the joint, and I examined here in 
“the matter of about a dozen different stores, and I 
‘““was able to penetrate the joints in every store in 
“some of the cases.” 

The witness further testified that the only way to 
determine the difference between a rigid joint and a 
resilient joint was to penetrate the joint with a knife 
blade. ‘‘In my experience I found that the resilient 
‘joints, the elastic joints, can be penetrated with a 
“knife blade, and in the rigid joints, solid joints, I 
‘““was not able to do that.” 


He also testified, on page “95,” Tr. that he wins 
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been carrying on his experiments in testing these 
joints ever since the first time he made a trip through 
fies United States, along im the latter part of 1900, 
when he started, and had been continuously doing it 
ever since, making a good many trips throughout the 
United States and in all cities where cases were manu- 
factured; that he had visited large manufacturers and 
small manufacturers and saw what they were making 
and putting on the market, and that he had invest- 
igated to see whether they infringed the patent or 
whether they did not; that he issued licenses to manu- 
facturers and took a general survey of all the manu- 
facturers and what they were doing in all glass cases 
and other cases. 


He further testified that said test was a safe and 
reliable one, and everyone with whom he came in 
contact (with any knowledge at all about the cases) 
followed that method. 


ime iurther testified, on page “56,” Tr., that he 
found in the rigid joint cases that they would not 
permit expansion and contraction of the glass, or 
vibration of the glass in the show case, and heavy 
trucks going along the street and things like that, 
something bumped against it, people leaning against 
it, knocking it, or something like that, shaking it, the 
hauling of trucks and things, and that they will not 
stand the wear and tear the elastic joint cases will. 


The witness was then cross-examined at great length 
upon this subject; the whole of which goes to more 


16 


clearly show the witness’ knowledge of the subject 
and that the insertion of a knife blade or other sim- 
ilar instrument in the joint necessarily showed that 
the material was sufficiently plastic and soft to give 
when it was pressed by the edge of the glass, by reason 
of expansion or contraction or vibration from jars, 
etc. Years of practical experience in the testing on 
the joints of these show cases has taught those who 
have had that experience that you could not penetrate 
the joints with a knife blade, or other similar instru- 
ment, if the joints were rigid, and that you could al- 
ways do so when they were not solid or rigid, and 
where the joints could be penetrated in that way they 
meet the calls of the patent and accomplished the ends 
sought. 

In fact, there is probably no serious dental of any 
of these questions by the defendants. 

We insist that the testimony of these two witnesses 
clearly made out our case and showed an infringe- 
ment of both claims of the patent. 

The Court itself, at the trial, seemed to be im- 
pressed with that idea. 

We will now take up the defense. The defendants 
offered only two witnesses, namely: 


Mr. C. F. MURRAY, one of the defendants; 
and 
MR. SMART, an employee. 
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Mr. Murray is a very old gentleman, probably 
eighty years old, pretty hard of hearing, and did not 
seem to have any very clear conception of the ques- 
tions involved. It was apparent that Mr. Smart could 
talk very glibly and could tell a great many things 
that he did not know, even better than he could tell 
things that he did know. It clearly appears from 
Murray’s evidence, on pages “82” et seg., Tr., that 
he did, in fact, use every element covered by the first 
claim of the patent; that is: he had a plurality of 
glass plates, the edges of which were spaced from 
the adjacent plates, a strip of felt filling the space be- 
tween the adjoining plates, the plates cemented to 
the felt, each plate being adapted to freely vibrate 
in its natural plane of vibration. But, Mr. Murray 
took the ground that the cement which was used and 
placed on the edges of the glass with a putty knife 

would penetrate the felt between the top layers of 
cement, because of its thinness, and that after it 
formed and set the felt and cement so mixed as to be 
a conglomerate mass of felt and cement and that it 
made a rigid joint. He admitted making the cases 
testified to by the plaintiff's witnesses, but said that 
the joints were solid joints. Being asked the purpose 
he had in using little strips of felt, wood or anything 
else, in connection with those joints, he answered: 
“It ain’t necessary at all. We can use heavier cement, 
“leave everything out, the felt or anything else out. 
“ It is not necessary at all.” 
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Being asked, what the felt would do when he made 
them in that way, he answered: 


“Tf we put it on that way, it would simply keep 
it so the cement won’t be forced out, clear down, 
if we put in anything at all. In using that thin 
cement you had to put something in so it would 
not force the cement all out. We wanted some of 
it left there, sure. The only purpose in using 
felt or anything else in there, was because of the 
unevenness of the plane, and the cement was so 
thin that when it was put on alone it would ‘squash’ 
clear out, if it was not put in there; that was the 
only purpose of it. I never found any trouble 
with rigid joints; I never had any objection to 
them. 1 now use a more viscous or harder cement, 
and don’t use any other material than the cement 
itself. I never bought any cement of Mr. Schafer 
or Mr. Weber for that purpose. J don’t use theirs. 
We did make it ourselves for awhile. I never 
made an all-glass show case with the cushion or 
resilient joint.” 


On cross-examination Murray testified, on page 
“84.” Tr., that he knew pretty near how the Weber 
case was made; that he made them with cement, just 
as he described in his application; he puts the cement 
on both sides of the felt and lays the felt between the 
plates. It makes a cushion joint; “IJ mean by cushion 
“joint that the cement don’t penetrate, don’t meet in 
“the center, leaves fiber in there.” 

Being asked what was the effect of that on the glass 
plate, he said: “I don’t know; no particular effect 
at all; I don’t think.” Being asked, if there was any 
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difference in his mind between a rigid joint and a 
resilient joint, he said: “It don’t amount to a snap 
of your fingers.” 

Being further asked, if (in his opinion) there was 
any difference in the effect or purpose of having a 
plastic, resilient joint, or a solid, rigid joint, he an- 
swered: ‘I can’t see how it would make any differ- 
ence. 

“Q. Then the idea, according to your information, 
“of putting felt in the cement at all is useless? 

Oe es, 1 think so.” 

Let it be remembered that the witness had already 
testified that by the use of the felt, as described, a 
cushion joint was made, where the cement did not 
memetrate the felt, etc. 

The witness then, on page “85,” Tr., went on to 
describe how he had made the cases in the Webster 
Store as an illustration of how he had been making 
them up to several months subsequent to the com- 
mencement of this suit. He said: ‘We put on first 
Eealayer Of cement on the edge of the plate, piled up 
“in a cone shape, and then put on a layer of thin 
“felt on the top of this cone shaped cement and then 
‘““a layer of cement on the top of the felt, and then 
‘““pressed it down.” He also stated that this cement 
“was a soft, plastic material, I think.” Being asked, 
if the cement was soft and plastic, if it would not 
tend to make a cushion, he answered: 


ee NOnsim voOurcant do if.” 
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His contention being, that it made an absolute rigid 
joint. The whole contention of Mr. Murray being 
simply, that in his case the plastic cement penetrated 
the felt and made a rigid joint, while the plastic 
cement used in the case of the patented show case did 
not penetrate the felt and made a cushion joint. Of 
course, we contend that this is a mere attempt at 
evasion of the claims of the patent and should not 
be considered at all. 

This testimony of Mr. Murray clearly shows that 
he did not have any very intelligent conception of the 
difference between a rigid and a soft plastic or cushion 
joint, nor the subject of the expansion and contraction 
of the glass plates. It is too late now in the art of 
glass show cases for anyone to undertake to contend 
that there is no difference between the resilient joint 
and a rigid joint, and that these glass plates, if the 
joints are solid and rigid, and have no other means 
provided to allow the plates to expand or contract 
from the effects of heat or cold, or to vibrate from 
jars, etc., are not proper joints to use, or that there 
is no difference between such joints and the elastic 
joints called for in the patent. The difference is well 
recognized by every intelligent manufacturer, and it 
is well known that rigid joint show cases have prac- 
tically ceased to exist. It is significant, however, that 
some months after this suit was commenced, and be- 
fore the trial, Mr. Murray had ceased for the time 
being to use felt and was making his joints out of 
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purely a plastic cement, thus avoiding the first claim 
of the patent, but infringing the second claim, which 
covers a resilient joint made from a plastic material 
alone. 

The other witness called by the defendants was 
James A. Smart (his testimony commencing on the 
bottom of page “89,” Tr.). It might as well be un- 
derstood at the beginning of our comment on the 
testimony of this witness, that it appears from his 
own testimony (which was undoubtedly correct) that 
he had no knowledge of what the Murray people 
were doing, or how they made their cases prior to 
about two months before the trial of the case. He 
was a former resident of Los Angeles and came up 
to Fresno and became Manager of the defendant, 
The Murray Show Case Company, about July ist, 
preceding the trial of the case. He had worked for 
the Weber Company in Los Angeles for some six 
years and was entirely familiar with the construction 
of the Weber Show Case. He proceeded to describe 
the method of constructing the Weber show case, and 
upon being asked by Mr. Gallaher, on page “gr,” 
Tr., to explain what the construction of the show 
case was, then being manufactured by the Murray 
Show Case Company, he answered: 


“A. It makes a solid joint. 

“Q. Well, explain how it is composed? 

“A Composed of cement. In fact, they were 
lsineeaercalethin telt until | came tup here, and f 
told them not to use any felt at all, to use nothing 
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but cement, because a rigid joint of cement is just 
as good as felt would be. 

“Q. Can you say whether or not in the manu- 
facture of their (the defendants’) cases the cement 
permeated the felt? 

“A, Yes, sir, we endeavored) to make a thin 
Cement: 


But, it will be remembered that Mr. Smart was not 
there and never saw the defendant Murray making 
any of the cases that he had made prior to the com- 


mencement of this suit. 


The witness was then cross-examined and the char- 
acter of his testimony clearly indicates that he did 
not know what he was testifying about, and that he 


was disposed to evade the truth. 


The first question asked him (p. “g2”, Tr.), was: 


“Q. What cases here in town do you know that 
the defendant Murray made? 

“A, Milade the cases for the Owl Drug Store 
They are made with solid joints; made with ce- 
ment, not felt in the joints. J never saw the Mur- 
ray Company make any cases before I came up 
here. We put on the cement with a putty knife, 
On the upper edge of the plate, VVe pul a picceros 
felt on the top of the cement, and on the top of that 
another layer of cement that penetrates it. 

“Q. How do you know that it penetrates? 

“A. Because I can take a putty knife and pene- 
trate 1 We tied it 

“THE COURT—I thought you said awhile 
ago you didn’t put any felt in there. (Here is a 
plain prevarication.) 

“A. I did, on these samples, yes, sfr. I made 
these samples and we did, but we manufactured 
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it in Los Angeles. We can penetrate the felt with 
a putty knife. 

“THE COURT—He is asking you what you 
didmive re. 

“A. We use nothing but the cement now, since 
I have been here. 

“Q. Since the suit was commenced you changed 
the program? 

“A. Since I came up here. I don’t know any- 
thing about when the suit was commenced. My 
testimony, so far as the manufacture of these show 
cases are concerned, only goes to that period of 
time, since July this year. I know nothing about 
what occurred prior to that time. [I don’t know 
how they were built, or what the effect was, 
whether solid or elastic joints.” 


This testimony leaves a question, as to how the de- 
fendant made the joints prior to the time when Smart 
arrived and induced Murray to make the changes 
mentioned, by the omission of the felt, entirely be- 
tween the two witnesses for the plaintiff (Weber, the 
inventor, and Shaffer, the president of the company) 
on one side, and Mr. Murray on the other side. There 
is no dispute but that all the cases made by the de- 
fendant Murray prior to Smart’s time were made by 
the use of felt in the joints. The only question is, as 
to whether the plaintiff’s witnesses were correct in 
designating them as elastic joints as called for by the 
patent. 

As already shown, Mr. Murray’s testimony is en- 
tirely insufficient to overcome the testimony of ex- 
perienced witnesses, such as we produced. The wit- 


24 


ness was then taken up again on re-direct examination 
and testified with relation to some models that he had 
made, which we cannot see are of any value. 

On re-cross examination, page “gs,” T'r., the witness 
testified, that the way the defendant Murray made 
the cases now was, he did not use any felt at all. 


“Q. What sort of cushion do you make? 
7 oe Wick coment. 


CO mplbilacticr 
“A. I don’t know what the word means. 
“Oo Sootte 


“Aye Yes, soit, pliable: 

“Q. It gives, yields? 

eg UES Vg 

Owe ras that cot-any felt inv ine 

“A. No, sir. 

"©, Novtelt ground up and made ingit: 
ia lecidm timake ve 

“Q. Do you know where you get it? 


DP Yes. sit. 
“QQ. You don’t know how it is made? 
Lee Novsir. 


This testimony bears altogether upon the second 
claim of the patent and, if it is correct, it would show 
an infringement of that claim at this time. 

At the bottom of page “97,” Wr. the Court sade 
‘That second claim comes up in the proposition. As 
“near as I remember you said: they claim they are 
‘not doing it now. You couldn’t have an injunction 
‘if you don’t prove they are now doing it.” 

Here, we think the Court laid down a rule of law 
that 1s entirely untenable and incorrect. How far it 
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may have influenced his final Order dismissing the 
bill we are unable to say. 

The witness here entered into some discussion as 
to the characteristics of the joints made by the cement 
alone, but when asked on page “99,” Tr.: 


“Q. How was it in the jointr 

Onee ledidn t test 1¢ im the joints: 

“Q. Did you ever try to put your knife through 
one of these joints that you made, that you call 
solide 


ven eS SIT, 
[Om Cane yourdo 17 
Nee wes. Stl, 


“Q. Then that material will giver 
“A. Pushes the material out, the knife does. 
You can shove a knife through. 


Here the witness gave some testimony in answer 
to questions by the Court, as to the condition of the 
joints in the Owl Drug Store cases. But this case 
was made long after the suit was commenced and 
is Not in issue, nor was it put in issue by the plaintiff. 
At this point, the Court with counsel and the witnesses 
visited several of the places where show cases had 
been made and installed by the defendants prior to 
the commencement of the suit. The testimony is not 
particularly illuminating and only goes to show that, 
where -the joints were made as testified to by the 
plaintiff’s witnesses and by Mr. Murray also, that 
the knife blade could be readily introduced into the 
joints, and that they were such joints as described 
imethe patent. 
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On page “110,” It, Min Shatter havime sbeemmin. 


called for further examination, after the conclusion 


of the examination of the cases by the Court, testified 


in regard to the cement used in the Owl Drug Com- 


pany cases. In that instance, it will be remembered, 


no felt was used. 


Being shown the Court’s Exhibit A, he was asked 


to look at it and state if he knew what it was. 


“A. That is a piece of cement, removed from 
one of the joints of the Owl Drug Company’s case. 

“Q. Now is that, in your opinion, a yielding 
or resilient substance? 

ONS Ses SG 

“Q. Which is termed in the second claim as 
an elastic material? 

SUSE SES, Sie 

“Q. Well, now tell how that operates, how it 
does, in fact, operate in the device. 

“A. It acts as a cushion in the chain to pre- 
vent the shocks of the plates communicated from 
one to another, and to permit of expansion and 
contraction of the plates. 

“MR. SCRIVNER—Now, as a matter of fact, 
can, if necessary, the plates constituting the top 
and the sides of the case, by reason of their un- 
confined edges, held apart by this stuff, the Court’s 
Exhibit A, and the intervening plastic material 
you have been shown, in the middle. can these 
plates vibrate or move in any direction, inde- 
pendently? No difference how small or how 
great, can one move independently without trans- 
mitting its movement to the other plater 

PN SE Nies sires 

“Q. Upon what do you base that conclusion? 

“A. 1 Base it on the fact, ome) fact suntan 
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showcase will stand the ordinary use put to in 
stores, and the different climatic conditions it is 
subjected to, which make vibration or expansion 
or contraction, and the plate will expand or con- 
tract. It may be a very small part, and may need 
a very fine instrument to record the amount of 
movement there is in there. 

“Q. Mr. Shaffer, I will ask you, whether there 
is any other reason that you know and can state 
to the court why this stuff you have got there 
makes an elastic joint? 

“A. It makes an elastic joint for the reason 
that it 1s plastic. 

“Q. In your opinion, does the words ‘elastic 
material’ mentioned in claim two contemplate that 
yielding or resilient substance other than felt, re- 
ferred to in the second claim of the first page 
of the patent? 

Pa NES. | 


On page “118,” Tr., Mr. Murray was recalled and 
g ) ) y 


testified that he had employed Smart about six months 
ago; that he had made some changes in making his 


devices since Smart came up; that since Smart came 


up he had made some cases as he had described in his 


previous testimony. 


“Q. You have not ceased permanently to make 
them that way, have you? 

Se INO 

“Q. And you make them both ways now?’ 

“A. What do you mean by ‘both ways’? 

“Q. With felt and without felt. 

bees | C5: 

“Q. Do you expect to continue to do so? 

He NES 

“Q. Now why have you ceased to make them 
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all with felt in the joints—some without felt in 
the joints? In other words, why do you make 
them without felt in the joints at all? 

“A. Because I think it is the best way to make 
tetas 


At the request of the Court, Nit) Smart waseic 
called for further examination. 


“THE COURT—This substance in the show- 
cases at the Owl Drug Store, do you claim that 
will get hard? 

Be ee SIT. 

“Q. How long will it take to get hard? 

“A. Well, where it is squeezed out to a thin 
layer, where the glass fits close enough together, 
as it should be, it will get hard in say about three 
months, two months—three months—all depends 
on the heat or the cold, of the weather. In cold 
weather I would say it would take longer. Where 
it is thick, for instance, where the cases come apatt, 
the instance over there in particular, we cemented 
the cases one night and delivered them next morn- 
ing. They were absolutely fresh, they were in a 
hurry for them, and we had to go over there and 
shove in some cement, without taking the cases 
apart, filled if in with a putty Knife; to holdin 
until we got a chance to go down some night and 
do it at night. That is the condition of the case 
we saw.” 


On cross-examination, page “121,” Tr., he was asked 
how long he had been actually making these cases, 
where nothing but the cement was used. 

“A. I have only been making them practi- 
cally since 1 caine: up here: 


“Q:? When was that? 
“A. About two months ago, I should judge. 
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SO eiseinat hard and britle: 

pv Some of then are, 

“Q. Well, that one at the drug store? 

“A. That one that we took the cement out of— 
no, because it is fresh. 

“Q. How do you know how long it will take 
that particular case, for the joint to get hard and 
brittle? 

“A. J can’t say how long it would take that 
Particular case. 

“Oe Now naine one particular case here 1% 
Fresno where the material has become absolutely 
hard and brittle? 

Poel damteknow as there is any hard and 
brittle, absolutely, that I made. 

“Q. Well, that is what we are talking about, 
what you made. You said those you made got hard 
and brittle. 

eee eS; acy 10; 

“Q. Well, where is one of them? 

“ Whey are not bere. You asked me when 
Isimade them up: liere. 

“Q. Yes, and I asked you where one was, where 
we could go and see it? 

“A. You can see them down at Los Angeles. 

[Ome None of then you have made up here in 
six months are hard and brittle? 

“A. I have not been here six months. 

“Q. Well, in thrce months? 

“A. J have only made them 2 months. 

“Q. They have not become hard and brittle 


Po AmINOcSIi, 


Now, the sum and substance of Mr. Smart’s testi- 
mony is, that after he came up he advised Mr. Mur- 
ray to cease inserting the felt in the joints and that he 
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mainly did so. That Smart, as a workman, made a 
number of cases without any felt in them, within about 
two months prior to the trial; that the joints in none 
of them, so made, had become hard and brittle. Con- 
sequently, there is no reliable evidence before the 
Court that any of the cases charged to have been 
made by the defendants, by Smart, had become hard 
and brittle. In fact, there is no reliable evidence 
that the joints in any of the cases made by defendant 
had become hard and brittle. 

It seems that the two witnesses for the defendants 
did their best in an effort to evade the provisions of 
this patent and yet get all of its benefits. Probably 
they did not make as good cases, or as good reliable 
joints as the plaintiff makes, but they took all of the 
elements and features of the patent and combined 
them in exactly the same way and, undoubtedly, got 
the same results, or substantially the same results, and 
should be held as infringers of this patent. 

It must be remembered that neither Murray or 
Smart ever tested any of these joints with a knife 
blade, or any other instrument, or at all. By actual 
experience they know nothing whatever of such tests, 
or what they would show. Neither of them knows 
whether the joints in the defendants’ cases were solid 
or soft and elastic. 
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INFRINGEMENT. 


This patent has been before this Court several years 
ago, in the case entitled the “Diamond Patent Com- 
pany vs. S. E. Carr Company,’ and is reported in 
217 Fed. Rep., at page 400. In that case the only 
question submitted to the Court was as to the validity 
of the patent. It was claimed that it was anicipated 
and that was the only question of fact submitted. 
In this case the only question is one of infringement; 
the validity of the patent being conceded. 

The character of the testimony for the defense does 
not materially differ from the ordinary stock testi- 
mony usually produced by defendants who are at- 
tempting to evade a patent and yet retain the substan- 
tial benefit thereof. The defendant will, no doubt, 
claim that there is some conflict in the testimony in 
regard to the question of the infringement and that, 
therefore, this Court will not interfere. We maintain, 
however, that there is no substantial conflict and we 
think that it will be apparent from reading the testi- 
mony of Mr. Murray himself. If, however, there is 
any slight conflict still that is not at all conclusive. 

In the case of Wilson & Willard Manufacturing 
Company vs. Bole (227 Fed. Rep., page 610) this 
Court, in an opinion written by Judge Rudkin, said: 


“The fact that the trial court decreed in favor of 
the appellees on conflicting testimony is entitled to 
consideration; but, if this court is convinced that 
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the decree is erroneous, after giving due werght 
and consideration to the superior advantages pos- 
sessed by the trial court, a reversal must follow.” 


This is a well-known rule, and we do not think it 
worth while to cite other cases. This rule is particu- 
larly applicable to this case, provided it can be fairly 
said that there was any shadow of conflicting testi- 
mony in the record. As we have already shown in 
reviewing the testimony, the only evidence in the 
record on the part of the defense, as to what the de- 
fendant Murray did, prior to the commencement of 
the suit, was given by Mr. Murray, and while he 
concedes the use of all the elements of the first claim 
and in fact the elements of the second claim as well, 
he claims that the joints in the showcase were rigid 
instead of being elastic or resilient. He, however, 
gives no reason whatever for his conclusion that his 
joints were rigid. He does not pretend to ever have 
made any examination or test to determine that ques- 
tion. It is simply a bald statement that the joints 
are rigid, without the slightest testimony of any kind 
to support that statement, and we claim that such a 
statement cannot be held to conflict with the careful 
investigations made by plaintiff's witnesses and their 
intelligent statements and opinions based upon long 
experience in these matters. 


As it has been well said in a number of decisions: 


“The mere tact that there is an addition, or ue 
mere fact that there is an omission, does not enable 
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you to take the substance of the plaintiff's patent. 
The question is not whether the addition is mate- 
rial or whether the omission is material, but 
Whether what has been taken is the substance of 
the invention.” 


mis, Fed.) 604; 
Si ereden 305 
Ow IPO y cer 
Oy Uo. 120% 
24 L. Ed., 935; 
ize IU Sie (ekerols 
ZOE Ed 1017, 


We cannot see how the defendants can escape the 
charge of infringement of the first claim. They at- 
tempt to make it appear that they used a thin piece 
of felt, and that being thin rather than thick it neces- 
sarily absorbed the cement and thereby became a con- 
glomerate mass, which he claims of necessity became 
solid. Smart admits in his testimony that he did not 
know anything about how the cases made by Murray 
before he came to Fresno were constructed, what the 
results were, or whether the joints were rigid or elastic. 
This clearly appears in Smart’s cross-examination on 
mace “121,” Tr, 

It must be remembered that the cases (often men- 
tioned as The Owl Drug Store cases) were made long 
after this suit was commenced and after Smart came 
to Fresno, and it appears that the joints are not hard 
in those cases yet, but Mr. Smart gives it as his opin- 
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ion, that the joints in those cases will get hard in from 

two to three months, or more, owing to the weather. 

Of course, that is a mere speculation and of no value. 
In his cross-examination on page “121” he said: 


“YT have only been making them practically since 
I came up here. 

“Q. When was that? 

‘A. About two months ago, I should judge. 

“Q. Is that hard and brittle? 

VAS soome of them are, 

“Q. Well, that one at the drug store? 

‘A. That one that we took the cement out of— 
no, because it is fresh. 

‘“Q. How do you know how long it will take 
that particular case, for the joint to get hard and 
brittle? 

‘A. I can’t say how long it would take that 
particular case. 

“Q. Now name one particular case here in 
Fresno where the material has become absolutely 
hard and brittle? 

“A. I don’t know as there is any hard and 
brittle, absolutely, that I made. 

“Q. Well, that is what we are talking about, 
what you made. You said those you made got 
hard and brittle. 

U Ame eSentiney «aio: 

“Q. Well, where is one of them? 

‘A. They are not here. You asked me when 
i made then up here: 

“Q. Yes, and I asked you where one was, where 
we could go and see it? 

‘A. You can see them down at Los Angeles. 

“Q. None of them you have made up here in 
six months are hard and brittle? 

‘A. I have not been here six months. 
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“Q. Well, in three monthsr 
“A. I have only made them 2 months. 
“Q. They have not become hard and brittle 


mAs No sit.” 


As to the second claim, we contend that the testi- 
mony of Mr. Smart himself clearly shows that the 
joints, made with the cement used by the defendant, 
made an elastic joint. Our experimental tests showed 
that fact and our witnesses so stated and neither Smart 
nor Mr. Murray showed or testified that in any of 
those cases, made in that manner, the joints had be- 
come solid and rigid. Consequently, we urge that 
both claims are clearly shown to have been infringed, 
and that the decree entered dismissing the Bill 1s 
clearly erroneous, and we respectfully request the 
Court to reverse the decision of the Court below and 
order a decree in favor of the plaintiff. 


All of which is respectful submitted. 


g. i 
My oh Marphae 


Attorneys for Plaintiff. 


